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- PETITION DECIDED BY THE TECHNOLOGY CENTER DIRECTOR ' 
PURSUANT TO MPEP § 1002.02(c)(2) 
FINAL DECISION OF EXAMINER REQUIRING RESTRICTION 

In a second and final action on the merits, the Examiner constructively elected by 
original presentation the pending original claims, entered some of the new claims sought 
to be added via amendment and withdrew from consideration the other new claims 
presented in the amendment. A reconsideration of the restriction requirement was 
requested. The Examiner considered the request for reconsideration of the restriction 
requirement but continued to assert that the new claims in question should not be entered 
Thus, the Applicant petitions the restriction requirement. 
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Facts Involved 

1 . On or about November 1 3, 2002, the Examiner required restriction of the 
original claims. For example, the Examiner grouped the claims into two 
groups. Claims 1-10 formed a first group drawn to a method of making 
memory. Claims 1 1-30 formed a second group drawn to a memory device. 

2. On or about December 3 f 2002, the Applicant elected Group I (claims 1-10) 
without traverse. 

3. On or about March 13, 2003, in response to the first office action the 
Applicant added new claims 31-50 via amendment. Claims 31-36 depend 
from claim 1 either directly or indirectly. Claims 37-50 include two 
independent claims (37 and 44) and claims depending therefrom. 

4. On or about March 2 1 , 2003, the Examiner required restriction of some of the 
newly added claims. For example, the Examiner required restriction of claims 
37-50 as being a separate and distinct species. Further, the Examiner 
constructively elected claims 1-10 and 3 1-36 by original presentation for 
prosecution on the merits and withdrew claims 37-50 from consideration* 

5. On or about May 5, 2003, the Applicant requested reconsideration of the 
second restriction requirement. 

6. On or about June 1 6, 2003 , the Examiner issued an Advisory Action 
indicating that the request for reconsideration was considered but the 
restriction requirement stands because the newly added claims are distinct 
from the original pending claims. 

Points to be Reviewed 

1. Claim 1 

Original claim 1 is a method claim calling for forming a lower electrode, 
covering the lower electrode with a protective layer, and forming a phase change material 
over the lower electrode. 

2. Claim 37 

New claim 37 is a method claim calling for forming a protective layer over a 
lower electrode of frphase change memory, 

3. Claim 44 

New claim 44 is a method claim calling for forming an insulating protective 
layer over a conductive lower electrode of a phase change memory, 



2 



Received from < 7134688883 > at 7/8/03 6:46:02 PM [Eastern Daylight Time] 



1^1 



JUL-08-2003 THE 04:46 PM TTOP, PRUNER & HU, PC FAX NO. 7134688883 P. 04 



Requested Action 

The restriction requirement is improper. Thus, it is respectfully requested that the 
requirement be withdrawn and new claims 37-50 be considered. As such, it is also 
respectfully requested that prosecution of the application be reinstated from the point 
where the new claims were introduced. 

Legal Argument 

Claims 37-50 should not be restricted from the present application because they 
are not independent. Generally, to be independent the claims must not be connected in 
design, operation or effect under the disclosure of the particular application under 
consideration. Further, for species to be independent one claim must recite limitations 
that under the disclosure are found in the first species but not in a second and a second 
claim recites limitations disclosed only for the second species and not the first In other 
words, the different species must be mutually exclusive. See MPEP § 806.04(f). ?0h O^C 6j 

In the final office action, the Examiner based the restriction of claims 37-50 on 
the conclusion that the species of are separate and distinct from the species of claim L 
See Paper No. 6, page 2. Restriction based on distinct species is generally discussed in 
MPEP §§ 806.04 and 808.01, which address independent inventions. In the final office . 
action, there is no mention that different searches in the prior art would be required. See 
Paper No. 6, page 2, Thus, when restricted in the final office action, the Examiner 
indicates that the restriction was based on the species being independent rather than /fl%^9\&w 
related and distinct. 

In contrast, in the Advisory Action, the Examiner stated for the first time that the 
"newly added claims are distinct from those originally pending because it is possible to 
find entirely different art which would read upon the second sets of claims and would not 
read upon the first as described in the Examiner's prior office action." See Paper No. 8, 
page 2. It is respectfully submitted that the basis of rejection in the Advisory Action is 
directed toward related but distinct inventions as opposed to independent inventions. See 
MPEP §§ 806.05 and 808.02. However, pursuant to MPEP § 808.02, there must be a 
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showing of how the related inventions are distinct under § 806.05(c) - § 806.05(i) in 
addition to giving reasons for insisting upon restriction. The Examiner has failed to 
establish that the claims are distinct pursuant to MPEP § 806.05(c) - § 806.05(i)> As 
such, the independent status of the claims is addressed below. 

Original claim 1 calls for forming a lower electrode, covering the lower electrode 
with a protective layer, and forming a phase change material over the lower electrode 
material. New method claim 37 calls for forming a protective layer over a lower 
electrode of a phase change memory. Thus, both claims call for forming a protective 
layer and forming a protective layer over a lower electrode. Further, both claims call for 
a phase change memory. 

The two claims are closely related in that they cover substantially the same 
subject matter in different terminology. Further, under the disclosure, the two claims are 
not mutually exclusive. Without being mutually exclusive, the restriction of the different 
species as suggested by the Examiner is in error. Thus, reconsideration of the restriction 
requirement and withdrawal thereof is respectfully requested for claims 37-43. 

New claim 44 calls for forming an insulating protective layer over a conductive 
lower electrode of a phase change memory. For the reasons stated with respect to claim 
37, claim 44 is also not independent. That is, claim 1 and claim 44 both address phase 
change memory. Thus, restriction is improper. 

Because claims 37 and 44 are not directed toward independent species, it is 
respectfully requested that the restriction requirement be withdrawn. Further, because the 
Examiner has not made a proper showing of being related but distinct, the restriction 
requirement should be withdrawn for this additional reason. 



A petition brought pursuant to Rule 1.181 does not have a fee expressly provided 
for in Rule 1.17. The Commissioner is authorized to charge and/or credit any additional 
fees to Deposit Account No. 20-1504 (1TO.0513US). 
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Statement that Petition is Timely Filed 

The complained about action took place on June 16, 2003, thus this matter has 
been addressed within 2 months of that date. 

Respectfully submitted, 



Date: July 8, 2003 



Rhonda L. Sheldon 
Registration No. 50,457 
Trgp, Pruner & Hu, P.C. 
8554 Katy Freeway, Suite 100 
Houston, Texas 77024 
2 1 906 (713) 468-8880 [Phone] 

MiBfMMttMAUtams (713) 468-8883 [Fax] 
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